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I. Theories of IP 

a. What is IP –

i. Distinguish between IP (the music) from the embodiment (the CD)

b. Differences between IP & Property? 

i. Property is tangible, finite, protectable

ii. Can exclude others from real property. 

iii. Can’t exclude others from IP – once an idea is known, it’s known. 

c. Why have IP? 

i. To encourage innovation – prevent underproduction.  

d. Theories: 

i. Lockean/Natural Rights: there is a value in a person’s work that should belong to that person.  (Even for accidental discovery, must recognize the value of the idea.) 

1. prevalent for justification of IP in Continental Europe. 

2. Critique: if it’s the laborer’s work that’s of value, then the laborer should only be entitled to the value added, not total value of the product (tomato juice in the ocean example). 

ii. Personhood/Hegelian: items can be bound up emotionally – wedding right, etc.  

1. property is first embodiment of freedom. 

iii. Utilitarian/Economic Incentive: IP is about incentives to invent & create – reward the owner to encourage development of new projects.  US model. 

1. benefit the public good.  

a. Granting authors/creators the rights to exclude others limits diffusion of ideas – prevents others from benefiting.  However, encourages the development of the ideas to balance the social cost of limiting the use. 

i. If you protect it, they will create it. 

ii. “To promote the progress of science & the useful arts…” Article I, §8, cl.8.

2. Con: consumers pay high costs b/c of monopolistic prices

3. Con: competition is limited. 

4. Con: limits on diffusion of information: only those who can pay will get the information. 

II. Trade Secrets

a. Source: Uniform Trade Secret Act or Restatements; varies by state.

b. Restatement: TS is any information that can be used in the operation of a business or other enterprise and that is sufficiently valuable & secret to afford an actual or potential economic advantage over others. 

c. TS are protected by state statues; also, US adheres to “GATT TRIPS”

d. What’s protected? 

i. Formula

ii. Pattern

iii. Compilation

iv. Program

v. Device

vi. Method 

vii. Technique

viii. Process

e. How to prove TS was misappropriated? 

i. Three major elements: 

1. Subject matter must qualify for TS protection – must be the type of knowledge that TS laws were meant to protect, and must not be known generally by all.  

a. Business strategies & marketing techniques

b. Financial statements

c. Customer lists

d. Computer programs & databases

e. Manufacturing, tech & scientific processes

f. Product manufacturing & testing specs

g. Sales records

h. Machine drawings

i. Manufacturing costs

j. Food, cosmetic & drug ingredients

k. Personnel & employment records

2. P must establish that P took reasonable efforts to protect the TS – took reasonable steps to prevent disclosure. 

a. Shows that secret was valuable

b. Makes it easier to show that other person got TS unlawfully. 

3. P must show that D acquired information wrongfully

a. “TS misappropriation” 

b. Improper means include breach of duty (express or implied – implied is very context specific.) 

f. UTSA: 

i. Attributes of a TS: 

1. derives independent economic value (actual or potential) from 

a. not being generally known to, and 

b. not being readily ascertainable by proper means by

c. other persons who can obtain economic value from its disclosure and is the subject of efforts that are reasonable under the circumstances to maintain its secrecy. 

g. Why protect TS?  Two theories: 

i. Utilitarian: protecting theft encourages investment

ii. Tort: Deterrence of wrongful conduct, unfair business practices, ethics, breach of duty or other improper acts.  


h. Tension between protecting TS and allowing employee mobility. 
i. Employers must show they took reasonable efforts to protect the secrecy of their idea – must include efforts to prevent theft of use of the idea by former employees. 

1. Rockwell Graphic Systems v. DEV Industries: Rockwell employee became president of DEV, another was fired for stealing diagrams; Rockwell claims that piecepart diagrams were misappropriated.  

a. Issue is whether Rockwell took sufficient steps to protect its diagrams, when diagrams were kept by manufacturers, and engineers could make copies. 

b. Court: not adequate effort.  

c. Reasonable efforts balance cost of precautions vs. benefits. 

ii. Restatement § 39: if value & secrecy of the information are clear, evidence of specific precautions taken by the TS owner may be unnecessary. 


i. Disclosure of TS

i.  Once disclosed, all protection is gone. 

ii. Ways of disclosing

1. by TS owner through commercial sales

a. if TS is apparent from product, TS is lost. 

b. Increase possibility of reverse engineering

2. by TS owner intentionally – publication, etc.  

3. Takings arg: if gov’t has taken TS and published it, should compensate TS owner. 

4. By TS owner, accidentally: 

a. Employees can leave things on trains, etc. 

b. Look at how widespread it is, and behavior of receiving party.  

5. By third-party independent creator

a. Absolute defense – and can give to public.  All protection lost. 

6. Third-party misappropriator

a. Obtained secret wrongfully & discloses

j. Litigating TS

i. Elements: P’s burden

1. subject matter must qualify for TS protection

a. type of knowledge or info meant to protect

b. not generally known in the industry

c. derives commercial value in its secrecy. 

i. Rarely litigated.  Generally if you’re fighting in court, it has value! 

2. Reasonable precautions taken

a. Helps to show it was a secret – also helps to show that D must have acquired wrongfully. 

3. D acquired wrongfully

a. Improper means

b. Breach of duty

k. Misappropriation of TS

i. Acquisition of TS by person who knows or has reason to know that the TS was acrquired by improper means or

ii. Disclosure or use of TS without consent by a person who: 

1. at the time of the disclosure or use, knew or had reason to know that his knowledge was: 

a. derived from or through a person who had utilized improper means to acquire it. 

i. Improper means: theft, bribery, misrepresentation, breach, inducement of duty to maintain secrecy, espionage, etc. 

ii. EI duPont deNemours & Co. v. Rolfe Christopher: fly-over to take pictures of plant under construction.  Though didn’t violate any law, they violated ‘commercial morality’ – shouldn’t have to force people to take prohibitively high precautions to guard against “schoolboy trick”

b. Acquired under circumstances giving rise to a duty to maintain its secrecy or limit its use

c. Derived from or through a person who owed a duty to maintain its secrecy or

i. Confidential Relationship: Smith v. Dravo Corp: D pretended to be interested in buying a business, but really only misappropriated the secrets (including customer lists) to build his own business.  Court held there was an implied duty to keep the secrets. 

ii. BUT, unsolicited unilateral disclosure of an idea doesn’t create a confidential relationship giving rise to TS protection – requires evidence of a relationship. (Express or implied.) 

d. Knew or had reason to know that it was a TS and knowledge had been acquired by accident or mistake.  

l. Reverse Engineering

i. Legitimate way to discover a TS. 

ii. Acquire through:

1. independent invention

2. reverse engineering a lawfully acquired embodiment of the TS

3. observing in public

a. deduction from publicly available goods

4. obtaining secret from published literature

a. knowable from public sources 

iii. Chicago Lock Co. v. Fanberg: locksmith had duty to customer, who had duty to Chicago Lock Co.: there was not duty between locksmith & Chicago Lock.  

iv. Policy: 

1. Why is reverse engineering lawful? 

a. Competition

b. Encourage invention, improving invention

c. Tradition established when US relied on other countries’ inventors

d. Policy choice to make TS different from patents. 

m. Departing Employees & TS: 

i. Balancing Act between interests of the employer to maintain secrets & interest of employee to work in his chosen field.  

1. Most companies require employment agreements: 

a. Confidentiality

b. Invention

i. Employees hired to invent: inventions belong to employer (same for contractors)

ii. Employees who invent on employer’s time: belong to employer (mostly); less than complete claim on invention, but employers facilities/resources are involved. Employer is compensated by receiving limited right to practice invention. 

iii. Employees’ independent inventions belong to employees. 

iv. Trailer clauses: to restrict employees from producing new inventions for certain period of time after they leave the company – employees will often wait the period out (but have to take care – not a day after expiration!) 

c. Noncompetition

i. Must be reasonable

ii. This is where notes are missing.

d. Also, non-solicitation agreements (not to solicit employees to leave)

ii. Wexler v. Greenberg

1. unique case, not even followed in PA: no express covenant of confidentiality – court will not imply the duty.  Felt it was more important to allow the employee to work than to protect the employer.  

2. more likely result: court will find either an express or an implied agreement.  Very unlikely to get Wexler result. 

iii. Customer lists can be TSes. 

n. Agreements to Keep Secrets

i. Warner-Lambert Pharmaceutical Co. v. Reynolds: balance of free flow of information v. freedom of K.  Long after formula for Listerine is public knowledge, does Warner have to pay royalties according to 19th century agreement: yes.  Adopted a risk.  

1. policy: if wasn’t enforced, the licensee might be pressured to “leak” the information.  

2. other possibility: lump sum (risk to licensee) vs. royalty (spread risk to licensor).  

a. Is it ever rational to grant royalty in perpetuity? As time passes, it’s smaller portion.  

b. Licensee wants to prevent competitors. 

o. Misappropriation Remedies

i. Damages & Injunctions

1. Damage is completed: 

a. Damages – make P whole

2. Damage is ongoing: 

a. Damages for harm that has happened

b. Injunctions for the future: stop the misappropriation

3. Damage is threatened: 

a. Injunctions

b. No damages – since haven’t been harmed yet. 

ii. Damages: no double recovery.  If covered in D’s gain, won’t cover again in P’s losses. 

1. disgorgement of D’s profits. 

2. reasonable royalty: at least what the owner of the intangible should be entitled to if they’d licensed the intangible.   

3. punitives: treble damages in egregious cases – TS owner gets windfall.  

4. reasonable attorney fees if misappropriation is in bad faith.  

iii. Damages are difficult to measure – if have competition, won’t have monopolistic pricing/profits.  Need to compensate not just based on D’s gains but P’s losses as well.  

iv. Head-start injunctions: available to Ps who publish or disclose secret at some point after misappropriated – courts may allow an injunction to let P have the benefit of the secret for the time it would have taken competitors to ramp up production after reverse engineer.  

p. Misappropriation of TS may also be a crime: 

i. EEA: Economic Espionage Act (1996)

1. Federal TS protection 

a. 18 USC §1831-39

2. Does not “preempt or displace any other remedies” -- §1838

3. Even legally acquired secrets are misappropriated under EEA when analyzed or duplicated in the wrong way – seems also t restrict lawful reverse engineering activity, since may involve prohibited “sketches, drawing, or photographing” 

4. US v. Hsu: D could be found guilty of conspiring and attempting to misappropriate info that isn’t TS!  Crime of attempt doesn’t require proof that info was secret.  

III. Patents

a. Policy: Utilitarian. 

i. Grant monopolistic rights to provide incentive to invent, to provide good for the public in new innovations.  

ii. Inventions are public goods that are costly to make and difficult to control once they are released into the world.  Absent protection, inventors wouldn’t have sufficient motive to invest in creating and inventing.  

b. Constitutional Grant: Article I, §8: Congress shall have the power…to promote the Progress of Science and the Useful Arts by securing for limited times to authors and inventors the exclusive right to their respective writings and Discoveries.” 

i. Federal Courts Improvement Act in 1982, creating Court of Appeals for Federal Circuit, which hears all patent appeals (though patent issue raised in cross-claim can be heard in DC.) 

1. Patents assumed to be “born valid.” 

c. Rights conferred by Patent: 

i. Right to exclude others from making, using, selling, offering for sale, or importing the claimed invention for 20 years. (17 before 1995).  

1. exclusionary right is a negative right: 

a. patent does not automatically grant an affirmative right to do something (eg, if drug, still need FDA approval.) 

b. patent may itself be covered by preexisting patent (can’t use unless authorized to by previous patent owner.)

d. Prosecution – process for obtaining patent

i. Filing application

1. can be temporary app, but must convert to standard w/in a year. 

2. specification (summary of invention & drawings)

3. one or more claims

4. oath saying inventor actually invented

5. applicable filing fees

ii. patent assigned to examining group, then to art unit. 

iii. Given to patent examiner (normally 12 months before actually picks it up.) 

iv. Examiners: 

1. review initially, including search of prior art

2. reject (most common) on grounds of lack of novelty or non-obviousness.  

a. Must state reasons

b. Examiner has burden of showing why patent shouldn’t issue.  

i. Applicant can either contest (“traverse”) the rejection or acquiesce in it. 

3. or can issue “objection: 

a. problems of form

i. most common: restriction requirement (inventor has claimed more than one distinct invention in a single invention).  

v. App can be liberally amended during process. 

vi. Final rejection really isn’t. 

1. applicant can respond via continuation or amendment

2. can appeal to Board of Patent Appeals, then to Federal Circuit. 

vii. Applications (destined for foreign markets) are published after 18 months.  

e. Utility Patent Requirements: 

i. Patentable Subject Matter

1. not frequently litigated; when it is, usually a big deal. 

a. Diamond v. Chakrabarty: living things (bacteria) can be patented.

b. Parke Davis & Co v. HK Mulford Co: method of purifying adrenaline (natural substance) is patentable.  Inventor was the first to make this available – man has intervened to get purified product. (Exception to “product of nature”) 

2. unpatentable: 

a. nature-made inventions (naturally occurring substances, animals, plants)

b. forces of nature

c. mathematical formulas

d. abstract ideas 

i. need to be embodied in an invention.  

ii. Tricky for software.  

3. Business method patents new: last 5 years. 

ii. Utility (Usefulness) 

1. 35 USC §101: whoever invents or discovers any new and useful process…. 

a. General Utility: is invention operable or capable of any use? 

i. Can it do anything? 

b. Specific Utility: 

i. Does the invention work to solve the problem it’s designed to solve? 

ii. Also, substantial utility: no throwaway (engineered mouse as snake food)

c. Beneficial/Moral Utility: 

i. Not much left today of this requirement. 

ii. Does intended purpose of invention have minimum social benefit? (Does society want it – gambling machinery, etc.) 

iii. Higher standards for medical utility. 

iii. Novelty

1. Policy: to make sure patent is issued to something truly new.  If we already have it, don’t need the carrot of the patent to get the disclosure to the public (also, wouldn’t want to bar the true inventor from using it.)

a. Inherency doctrine: applicant isn’t entitled to patent if the invention was known or used by others prior to date of applicant’s invention.  Even if prior production is unintentional (but not accidental).  

2. Only truly new inventions deserve patents – two ways of measuring this: novelty & statutory bars.  

a. Novelty: new compared to prior art.  

i. Invention must somehow be different from all published articles, known techniques, and marketed products. 

1. Inventor’s own work doesn’t destroy novelty. 

2. Novelty is measured by date of invention.  

b. Statutory Bar: bar to patentability based on too long a delay in seeking patent protection; usually b/c of something inventor did.  

i. Policy: don’t want to remove inventions from the public which the public is already enjoying; favor prompt and widespread disclosure of new inventions; prevents inventors from commercially exploiting the exclusivity of invention beyond statutorily authorized one-year period. 

ii. Statutory bars are function of the date the patent is filed.  

iii. Inventor’s own work is cited against her under 102(b). 

iv. Publication Bar: In re Hall: prior art reference is a German dissertation issued only in a German library.  Very bright line rule.  

v. Prior art must have every element of the claimed invention: each claim of patent is judged separately. 

vi. Publication bar is legal determination based on underlying facts and must be approached on case-by-case basis; proponent of the bar must show that prior to the critical date the reference was sufficiently accessible to at least the public interested in the art.  

vii. Public Use bar: if invention is in use by the public, bars patent.  One year bar.  

viii. On Sale bar: 

1. a single sale or offer to sell a product will start the clock running for a statutory bar – sometimes even sale by third party bars patent.  

a. Internationally: no grace period.

2. inventions do not have to be complete in order to be sold or offered for sale. 

3. Test for On-Sale Bar: 

a. Product must be subject of commercial OFFER for sale. 

b. At the time of the offer, the invention must be “ready for patenting.” 

i. Do not need prototype, just constructive reduction to practice. 

c. Experimental Use Exception: 

i. City of Elizabeth v. Pavement Co: testing a road in public is acceptable: “use of invention by the inventor himself…by way of experiment and in order to bring the invention to perfection has never been regarded as such public use.” 

ii. If this exception applies, then the experimental use will not count as a bar to patent issuing – even if occurs more than one year prior to filing.

1. policy: want perfected inventions coming out to public.  

3. Novelty Analysis: 

a. Determine the possible references/prior art

i. For each, ask if they are the right type of prior art. 102. 

1. known or used b y others in US

2. patented or described in a printed publication anywhere.  

ii. For each, ask if they are prior.  Critical date is the date of invention.  

iii. Does prior art anticipate the claimed invention? 

1. in light of the prior art, is the invention novel? 

b. Rosaire v. National Lead: Public knowledge of an invention is not required.  Could have been open to interested parties – no affirmative act is required.  

iv. Non-Obviousness

1. § 103

2. Policy: 

a. Reactions to problems normally include people in the art working on solutions – shouldn’t grant monopoly of the patent unless it’s for something you need the incentive for. 

i. Though there is a preferential treatment for inventors of biotech processes.  

b. is the invention “new enough” to warrant the “embarrassment of the patent” – to warrant the public giving something up? 

c. Graham v. John Deere Co.  

i. Nonobviousness is judicial doctrine – first included in 1952 Patent Act.  

ii. Even though prior art doesn’t disclose an arrangement like the claim, the invention isn’t non-obvious.  

d. How to do inquiry? 

i. Look at scope & content of prior art. 

1. factual inquiry 

ii. Ascertain differences between prior art and claims at issue. 

1. factual inquiry

iii. resolve the level of ordinary skill in the pertinent art

1. factual inquiry 

iv. Would a person with ordinary skill find the claimed invention obvious? 

1. legal question: no deference to lower court.  

e. Combining references: (look this all up) a single prior art reference must disclose every element of what the patentee claims as his invention.  If prior art reference does not disclose all parts of the invention, it does not “anticipate” the invention to bar the patent.  

i. But sometimes it’s permissible to analyze a combination of the sources of prior art. 

ii. In re Vaeck: can combine prior art to make claim – but only if it wasn’t obvious to combine.  

1. Patent office can combine prior art references: 

a. Where prior art would have suggested to those of ordinary skill in the art that they should make this claimed composition or device, or carry out the claimed process. 

b. Whether prior art would have also revealed that in so making or carrying out, those of ordinary skill would have had a reasonable expectation of success. 

iii. In re Dembriczak: decorator trashbags.  

1. court: best defense against the hindsight-based obviousness analysis is rigorous application of the requirement showoing the teaching or motivation to combine prior art references.  

3. Secondary Considerations: 

a. “Objective evidence” of nonobviousness. 

b. When this evidence is presented, it is reversible error for PTO/Court to not consider it.  

c. To be relevant, must show nexus between consideration & inventive characteristic. 

d. Examples: 

i. Commercial success when linked to invention. 

ii. Need felt for long time in industry but was unmet. 

iii. Failure of others who were hunting for answer. 

iv. Industries acquiescence in validity of patent. 

v. Enablement

1. Came about to prevent drafters who were too vague at application and amended later – allowing inventor to make more progress before final patent was issued. 

2. Standards: 

a. Prove to world that the applicant was in possession of the invention at the time of the application

b. Enable those skilled in the art to make and use invention. 

3. Goal when drafting is to make as broad as possible. Two major constraints: 

a. Mass of publicly available info on the problem (prior art)

b. Actual work the inventor has done (can’t claim anything beyond what the inventor as done).  

4. Requirement relates to the application’s adequacy, not the merits of the invention.  Claims must be within what’s described and enabled – if not the invention exceeds what’s enabled.  

5. 35 USC §112: Specification shall contain a written description of the invention…in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it pertains…to make and use the same.

6. Must also include “Best Mode”: 

a. Best mode of carrying out invenetion, as contemplated by inventor.  Designed to keep patentee from holding back knowledge from the public.  

b. Violations are found where there is failure to disclose: 

i. Subjective element: factfinder must determine if at the time of the filing the inventor HAD a best mode.  Depends entirely on inventor’s belief at time of filing. 

ii. Objective element: after finding that inventor had a best mode, court will determine if the disclosure if adequate to enable one with ordinary skill in the art to practice the best mode of the invention.  (Depends on complexity of invention and level of skill in the art.) 

f. Priority Rules & First to Invent: 

i. Priority usually goes to the inventor who is the first to reduce an invention to practice without abandoning the invention. 

1. US is only gov’t that follows this. 

ii. Invention has two parts: 

1. conception 

2. reduction to practice

a. actual  & constructive.  

3. 102(g): priority given to party who is first to reduce to practice, BUT priority is given to party who is second to reduce to practice IF she was first to conceive and pursued reduction to practice with reasonable diligence (from time just prior to other’s conception). 

a. Arises in two contexts: 

i. Interference proceedings (formal priority contests between rival claimants)

ii. Use of prior inventions as source of prior art.  

b. Griffith v. Kanamaru: professor who was first to conceive lost the race to patent b/c didn’t pursue invention with due diligence; Delays in reduction to practice caused by inventor’s efforts to refine invention to most marketable/profitable form aren’t excuses.  Only hardship.  

g. Patent Litigation: 

i. Patentee may bring suit against anyone who infringes. 

1. Prima Facie case: 

a. Have a valid patent

b. Infringer has made, used, sold, offered for sale, or imported the claimed invention.  

c. To see if infringement: 

i. construe the claim terms

ii. compare the claim to the accused product/process.

1. Claim interpretation 

a. Linguistically minor variations in phrases and meanings are difference between infringement & no infringement.  

b. Three ways to interpret – interpretive sources (what courts use for guidance). 

i. Claim Language (intrinsic): both asserted & unasserted claims.  (asserted – the ones that claiming are infringed. Unasserted – other claims that aren’t infringed.) Includes everyday dictionaries.  Note: definitions (either in dictionaries or in claim language): are defined by the date of the issue of the patent (just in case meanings have changed.) 

ii. Patent Specifications (intrinsic): everything else in the patent besides the claim.  Patent can supply the  meaning of the term without recourse to dictionary (or courts can battle over words like a, or, to, including.)  

iii. Prosecution History (intrinsic): what happens between the applicant and the examiner – letters, phone calls, documents; things that happened during the process that might help us interpret the claim.  Did the applicant refine a term’s meaning while dealing with the PTO? Could be limiting.  

iv. Extrinsic evidence: treatise, expert testimony (old: dictionaries, which are now intrinsic).  Usually not used, but when it’s allowable can’t be used to vary or contradict claim language.  Also, expert testimony – credibility determination (usually function of jury, but helps the judge understand bleeding edge technology.) 

c. Interpretive Canons: 

i. Claim-specification relationship: Judge made, matters of law.  Standard of review is de novo (no deference.)  Look this up.  

ii. Markman hearings: mini trials where fight about claim language before the trial.  Either months before or right before.  (Better to have months before – can wrap into motions for SJ, which is appeallable – Markman hearing is not appeallable!) 

2. Two possible defenses: 

a. Patent is invalid

i. Though presumption that they’re born valid

ii. Must analyze each part of the patent individually.  

b. Products made/Process does not infringe

c. Others: 

i. Experimental use: judicially created exception for allowing unlicensed construction & use of a patented invention for purposes of pure scientific inquiry.  Very narrow application, very rare.  (Not even university researchers!) 

1. exception: drug makers because of FDA approval process/generics.  

ii. Inequitable conduct: court as a matter of equity shouldn’t permit the patentee to exclude others b/c of behavior during prosecution of patent or misuse.  

1. penalty is invalidating the entire patent. 

2. Kingsdown Medical Consultants v. Hollister, Inc (1989): Kingsdown filed patent application for ostomy bag, long prosecution, repeated rejections, resubmissions, etc.  Engaged outside counsel; competitor thought there was a chance of deception because of the attorney’s filings & amendments – high incentive to get claim through PTO.  

a. Requires motive & intent.  Prove by clear & convincing evidence – very high standard. 

3. Failure to disclose material information, submission of false material information with an intent to deceive.  

a. Gross negligence is not enough.  

d. Continuing Application Laches: excessive delay in prosecuting could preclude enforcement against unsuspecting issue – “Submarine patent.”  

i. Don’t have this problem with applications filed after June 8, 1995.  American Inventors Act – 1999 – move to require publication (for foreign applications as well).  But may be patents lurking in the PTO that may still surface.  

e. Patent Misuse: judicially created doctrine barring patentees from enforcing patent against infringers when they have “misued” the patent. 

i. 271(d) – things that are OK to do.  

ii. Motion Picture Patents Company v. Universal Film Manufacturing Company (SCOTUS, 1917): exclusive right in every patent must be limited to the invention described in the claims of the patent.  Can’t restrict use of material necessary in operation but aren’t part of the patented invention. 

iii. Based on anti-trust concepts.  

iv. Misuses for licensing: 

1. nonmetered licenses

2. grantback clauses

3. field-of-use restrictions

a. pricefixing is not OK. 

b. Geographic or product market restrictions are generally OK. 

4. patent suppression.  

v. Non-disclosure of all prior art (through granting of patent!) 

ii. Priority Dispute

iii. Declaratory judgment if fear infringement suit

iv. International Trade Commission can block import/export of products that violate patents – ITC can bring § 377 action. 


h. The Doctrine of Equivalents Analysis

i. Step 1: Construe the claims

1. sources of information

2. canons of construction

3. markman hearings

ii. Step 2: Compare the accused product/process

1. every element must be present either 

a. literally (literal infringement)

b. an equivalent 

i. sometimes this is the only fight. 

ii. Claim construction also important – still need to find out what the claims mean to know what the equivalent of the claim is. 

iii. Why have this doctrine? 

1. to provide extra protection, to continue to provide incentive to innovators, prevent infringers from coming in and just barely deviating.  

iv. Graver Tank: Frequently cited case from 1950

1. “substantially the same function, substantially the same way, to reach substantially the same result”. 

2. Function-way-result test. 

3. Prevent “insubstantial changes and substitutions” 

4. “known interchangeability” is important factor.  

v. Warner-Jenkinson Company, Inc.  v. Hilton Davis Chemical Co. (SCOTUS, 1997): manufacture of dyes; Hilton holds patent on purification process at pH 6-9 (altered downward b/c of previous patent).  Warner Jenkinson uses pH less than 6. 

1. jury found infringement under doctrine of equivalents

2. Appellate review: standard was “clearly erroneous”

3. Prosecution history estoppel: why was pH lowered? 
a. Narrowing amendments create an estoppel only when they are made to address a concern that arguably would have rendered the claimed subject matter unpatentable.  
b. Presumption, when record is silent, is that patent was amended for purposes of patentability, and the burden is on the patentee.  

i. Good idea: paper the file w/ reasons for why amendment was made.  

c. Prosecution History Estoppel: applies only when there was an amendment.  

vi. Determination of equivalence is: 

1. an objective inquiry 

2. determined on an element by element basis.  

a. Usually there’s one element that’s not in the I nfringing invention and question is raised about whether there’s an equivalent.  

vii. Festo v. Shoketsu (SCOTUS, 2002): Festo owns patents for improved magnetic rodless cylinder. 

1. Holding: Prosecution History Estoppel doesn’t count as absolute bar to equivalent infringement.  

a. Have to show reasons: unforeseeable equivalents, or equivalent is only tangential to amendment or there’s another reason.  

b. Complete bar would prevent people who had inventions from pursuing them; would create per se rule.  

2. So what “equivalents” are left? 

a. Element in a claim amended for reasons of patentability.  D alleged to have infringed.  As to amended element, D’s product is alleged to have “an equivalent.” 

b. If patentee can’t explain the reason for the amendment, estoppel not only applies but also bars the application of the doctrine of equivalents as to that element – patentee’s burden.  

viii. Johnson & Johnston v. RE Service Co. (2002)

1. subject matter “disclosed but not claimed” 

2. Claim says aluminum.  D uses steel.  Specification disclosed “other metals, such as stainless steel or nickel alloys.” 

3. Disclosed but not claimed material is NOT within the doctrine of equivalents.  

a. Is this fair to patentee?  Court thinks so.  It was in the specifications, but not the patent.  Can’t avoid scrutiny by PTO by leaving part of patent out in the specifications, rather than in the claims.  

b. Patentee should have had it in the claim, or had claim added after the fact (could file for reissue within two years).  Could have statutory bar problem if wait too longer.  

c. Claim everything you disclose.  Disclose only what you claim. 

d. Reread Rader’s concurrence.  

ix. Reverse DoE: 

1. literally infringed, but so different that D shouldn’t be held liable for infringement. 

a. “where a device is so far changed in principle from a patented article that it peforms the same or a similar function in a substantially different way, but nevertheless falls within the literal words of the claim, the DoE may be used to restrict the claim & defeat the patentee’s action for infringement.” 

2. Defense to literal infringement.  

3. Talked about a lot, but never applied.  

x. Means-plus-function claims: 

1. Eg, invention consisting of novel microprocessor together with means for inputting data to be processed.  

2. use of word “means” triggers presumption that the inventor used this term to invoke statutory mandate for means-plus-function clauses.  

a. Protection: “An element in a claim for a combination may be expressed as a means or a step for performing a specified function without the recital of structure, material, or acts in support thereof.” §112

i. Consequences: turn to specification to define invention

1. literal claims encompass “equivalents thereof” are within the claim

a. equivalents judged at the time of filing. 

b. Usually with doctrine of equivalents, it’s at the time of infringement.  

b. Presumption can be overcome in two ways: 

i. Claim element that uses the word “means” but recites no function corresponding to the mans does not invoke the statute. 

ii. Even if the claim element specifies a function, if it also recites sufficient structure or material for performing that function, the statute doesn’t apply.  

i. Types of infringement

i. Direct: make, use, sell, offer to sell, import – 271(a). 

ii. Indirect: evolved to address infringing activity that lacked element of a direct making, selling, or using of a patented invention.  

1. contributory – 271(c)

a. suing the person who made the patented invention available to others to actually infringe.  There is a direct infringer, but the D is the person making it possible to infringe. 

b. CR Bard, Inc. v. Advanced Cardiovascular Systems, Inc (1990): Bard sues ACS for selling catheter used in angioplasty.  (Congress subsequently amended law to exempt doctors who perform processes from liability to infringement – but device manufacturers would still be liable.  

c. Contributory infringers: 

i. Sell article of commerce used by purchaser to infringe patent.  

ii. Must know product is especially  made or adapted for use in infringing patent. 

1. important point: usually there’s no knowledge requirement (not with direct). 

2. First thing to do: put them on notice (send letter.) 

iii. Product is not a “staple article of commerce capable of substantial non-infringing use.” 

1. non-staple: no other use except in conjunction with patented machine/process. 

2. inducement to infringement – 271 (b)

a. behavior that omits any making, using, or selling, but nevertheless amounts to an attempt to appropriate the value of an invention. 

b. Classic example: selling “replacement parts” for patented device even though parts themselves are less than the complete device.  

j. Remedies

i. Preliminary injunctions to stop current infringement 

1. during the law suit. 

2. standards from HH Robertson Co. v. United Steel Deck.  

a. likelihood of success on the merits/genuine question going to the merits. 

b. Irreparable injury to the movant

i. Presumed when clear showing of infringement.  (When meet likelihood of success test, meet irreparable harm test as well.) 

c. Must weigh with possibility of harm to non-movant 

d. Consider the public interest.  

ii. Damages for past acts §284

1. valuation problem: how much is necessary 

2. reasonable royalties 

a. may not be adequate – there’s incentive to infringe if this is all they have to pay.  

iii. permanent injunctions for future acts §283

1. lasts only until patent expires. 

2. sometimes can get a bit extra – what would have taken competitor to ramp up. 

3. why would courts not grant? 

a. Things for public benefit (medicines, etc.) 

b. Public interest can outweigh the patent owner’s right to injunction. 

c. If court does this, might ameliorate with reasonable royalties.  (a compulsory license). 

i. Rationale: monetary award will make the patentee whole.  (But cuts against the grain in Patent cases.)  

iv. Attorney fees -- §285

v. court in exceptional cases may award reasonable attorney fees

vi. Marking: 

1. ‘patent’ or ‘pat and number’.  

a. Patent pending has no legal significance.  

2. No statutory duty to mark, but if not marked, then damages are only available after infringer receives actual notice of infringement (doesn’t apply to process patents).  

3. puts other inventors on constructive notice.  

k. Damages

i. Panduit Factors: 

1. assuming no marking problem, to recover damages, use the Panduit test.  (statute doesn’t say entitled to profits made by the D – disgorgement remedies).  

a. Four things required for Panduit: 

i. Demand for the patented product & what demand is

ii. Absence of acceptable non-infringing substitutes

iii. Patentee’s manufacturing and marketing capability to exploit the demand (to fulfill entire demand in market.) 

iv. Show court amount of profits that the patentee would have made.  

ii. Provisional Rights: §154(d): 

1. pending application & notion that will publish things

2. provisional rights given as to date of publication fo the application though issuance of the patent. 

3. reasonable royalty

a. must show: 

i. issued claims must be substantially identical to published. 

ii. Infringer must have had actual notice of the published application. (Can send, to give actual notice to trigger obligations/duties)

b. Competitor makes a calculated decision. 

i. Could keep infringing to point of issuance, and known the only thing they’re entited to is reasonable royalties. 

ii. But once issues, subject to complete damages. 

iii. Don’t have obligation to stop until issuance. 

iv. Maybe claim won’t issue, maybe PTO finds something wrong with claim. 

iii. Price Erosion: 

1. if monopolist, can charge monopoly prices. 

a. When competitor enters, prices drop. 

2. courts will engage in price erosion analysis (make sure we’ll catch everything if had disgorgement remedy).  

3. D will argue against price erosion: 

a. Argue that P couldn’t have met full demand.  

b. Some consumers wouldn’t have bought if the prices remained high. 

c. Might be substitutes in the market when faced with monopolistic pricing. 

d. D: had we known we couldn’t have made this product, we would have made a non-infringing substitute that would have competed.

iv. Market share rule: look at everyone’s share in the market and at least have infringer’s share to go patentee when patentee prevails. 

v. Component parts: entire market value. 

1. get damages for patented goods AND for bundled products.  

vi. Post expiration sales: 

1. it would have taken longer for D to get time to get products to market – so P should get profit for a little longer.  Days matter (think Claritin).  

IV. Design Patents

a. Protects aesthetic appearance of a product

i. Have been granted for shoes, hats, furniture, tools, packaging, TVs, cars, etc.  

ii. Overlaps copyright, trademark, unfair competition in covering non-functional features. 

iii. Originally created in US in 1942. 

iv. Claim requirements: 

1. only one claim can be included in design application

2. average time: 2-3 years. 

3. average cost: $1000

v. Application process is similar, but claim is really the drawing.  

vi. Duration: 14 years from date of grant. 

vii. §173: can have submarine problem, but doesn’t matter when it’s design pattern.

viii. Statutory bars apply.  

b. Patentable if: 

i. Novel

1. new enough: if no prior art shows exactly the same design. 

a. If ordinary observer viewing new design as a whole would consider it to be different from (rather than modifying) an already existing design.  

2. must have one prior art reference that has ALL the elements to show not novel. 

ii. Original

iii. Ornamental

1. creating a more pleasing appearance. 

2. standard: design must be the product of aesthetic skill & artistic conception. 

3. patents denied to designs that are concealed during the normal use of the object.  

4. if design is primarily functional rather than ornamental, it’s not patentable.  (but design may have functional components as long as design doesn’t embody a function that is necessary to compete in the market.) 

iv. Nonobvious

1. whether the differences between the invention sought to be patented and the prior art would be obvious at the time of invention to a person with ordinary skill in the art.  

a. Primary limiting factor in availability of design protection.  

b. Since 1981, nonobvious tested by designer of ordinary capability who designs article of the type presented in the application.  

c.  Infringement: 

i. two prong standard: 

1. Similarity: if in the eyes of an ordinary observer, giving such attention as a purchaser usually gives, two designs are essentially the same, if the resemblance is such to deceive, inducing him to purchase one supposing it to be the other, there is infringement. 

a. LA Gear: accused design is substantially the same as the claimed design, pov of ordinary consumer.  The key is actually similarity, not consumer confusion.  

2. Point of Novelty: Similarity found by ordinary observer must be attributable to the novel elements of the patented design that distinguish it from prior art.  

a. Want to make sure similarity isn’t b/c of reasons other than why patentee is entitled to patent. 

b. New and differentness must be clear. 

d. Remedies: actual damages, injunctions, attorney fees in cases of willful infringement.

i. Willful infringement: question of fact.  Deliberate copying is strong evidence of willfulness.  

ii. Once D has notice of patent, what must he do to not be willful? 

1. good faith belief in invalidity or unenforceability of patent.  

2. form with opinion letters. 

3. if get opinion of counsel, don’t have to disclose in litigation – privileged.  If get counsel’s opinion and don’t disclose, can infer it’s bad.  Can support adverse inference. 

e. LA Gear v. Thom McAn (1992): 

i. Athletic shoes – many design patents.  

ii. D claimed did copy shoes, but that LA Gear is functional, not ornamental.  

1. court: invalidity due to functionality is affirmative defense that must be proved by party asserting it. 

a. if design that’s been patented is essential to the use of the article, patent is invalid. 

b. BUT: elements of design may serve utilitarian purpose, but the ornamentality is the basis of the patent. 

i. If design is essential to the use of the article, it’s functional.  

ii. FC: designs can have functional purposes, so long as the functional part is necessary to compete in the market.  

c. When there are several ways to achieve the function of the article, the design of the article is more likely to serve a primarily ornamental purpose.  

i. Policy: don’t want to create back-door to utility patents.  

2. Test for non-obviousness: must be the product of aesthetic skill & artistic conception.  

a. Reconstruction of known elements doesn’t invalidate a design patent, absent some basis whereby a designer of ordinary skill would be lead to create this particular design.  

b. That the Ds copied is evidence of non-obviousness. 

V. Plant Patents

a. Plant Patent Act of 1930: extends protection to inventors & discoverers of any distinct and new variety of asexually reproducing plant. 

b. Elements: 

i. Distinctness (instead of utility). 

1. measured by examining characteristics that make plant clearly distinguishable from other existing plants. 

ii. Nonobviousness 

1. difficult to apply, standard similar to distinctness. 

iii. Exemption of written description requirement. 

c. Protection: exclusive right to reproduce the plant asexually. 

d. Limitations of plant patent: 

i. Parts of plants aren’t protected. 

ii. No infringement in sexual reproduction of patented plant material or in biological material derived from sexual reproduction of plant. 

iii. There may be no doctrine of equivalents. 


VI. Copyright 

a. Has evolved in response to technological innovations in means of storing, reproducing, and disseminating expressive works.  

i. Started as law of censorship, used by crown to control the presses (utilizing booksellers’ guild.) 

ii. Statute of Anne was first time that rights vested in authors.  

b. Article I, §8, Cl. 8: Congress shall have the power…to promote the progress of science and the useful arts by securing for limited times to authors and inventors the exclusive right to their respective writings and discoveries.  

i. Utilitarian basis: grant a monopoly for a limited time to get advances for society. 

1. private gain will get public good.  

ii. Also, personhood/natural law creeping in: protecting the author. 

c. Definitions: §101

i. Don’t say “The book is copyrighted.”  

ii. Say, “The literary work embodied in the book is copyrighted.”  The book is just a copy. 

d. What is protected? 

i. “original works of authorship fixed in a tangible medium of expression.”  1976 Copyright Act.  

ii. Categories (§102)

1. literary works

a. works…expressed in words, numbers, or other verbal or numerical symbols or indicia, regardless of the nature of the material objects…in which they are embodied.” 

b. Fixed in: 

i. Novel

ii. Book-on-tape

iii. Restaurant guide

iv. Website

v. Computer program. 

2. Musical works

a. Including accompanying words

b. Fixed in sheet music, vinyl, mp3, Cds, etc.  

3. Dramatic works

a. Not defined in statute. 

b. Plays, opera, etc. 

c. Different rights: 

i. Work needs to portray a story by means of dialog or acting. 

4. Pantomimes & choreographic words

a. Not defined. 

b. Fixed in notation, film. 

5. Pictorial, graphic, and sculptural works

6. Motion Pictures & other audiovisual works

a. Defined: works consist of a series of related images which are intrinsically intended to be shown by the use of machines or devices such as projectors, viewers, or electronic equipment, together with accompanying sounds, if any. 

i. Eg, film strips, powerpoint, movies. 

7. Sound recordings

a. Since 1972

b. Works that result from the fixation of a series of musical, spoken, or other sounds, but not including the sounds accompanying a motion picture or other audiovisual work, regardless of the nature of the material objects in which they’re embodied.  

c. Separate from underlying musical or literary work! 

i. No sound-alike infringement. 

ii. Sound recordings do not have a general public performance right.  

8. Architectural works 

a. Since 1990 (b/c of Berne Convention)

b. Design of a building as embodied in any tangible medium of expression, including a building, architectural plans, or drawings.  The work includes the overall form as well as the arrangement and composition of spaces and elements in the design, but does not include individual standard features.  

i. Otherwise, would have to analyze like useful articles (and would fail separability test)

ii. Anything built before 1990 isn’t protected in the building – just the plans. 

iii. Specific exemption to permit people to take pictures of buildings in public places. 

iv. Owner of building has the right to modify – even to the point of destroying the copy in which the work is embodied (demolition.) 

iii. Requires: 

1. copyrightable subject matter

a. original material fixed. 

i. Fixed: work is fixed in tangible medium of expression when embodied in a copy or phonorecord or under authority of the author; sufficiently permanent & stable to permit it to be perceived, reproduced, or otherwise communicated, either directly or with the aid of a machine or device.  

1. sufficiently permanent: even things in RAM.  

2. Live broadcasts that are being simultaneously fixed are adequately fixed.  

3. So are ice sculptures.  

4. Hard to come up with examples of things that aren’t sufficiently fixed: maybe cathode ray tubes.  

2. threshold for protection: 

a. must exhibit modicum of originality and be fixed in tangible medium of expression. 

3. formalities

a. notice of copyright required on all works created prior to 1989.  

b. Registration of copyright is not strictly required for validity, but is required of US authors prior to instituting infringement suit.  

i. Benefits of registration: 

1. cheap, prima facie evidence of validity of copyright (if within 5 years of publication.) 

2. If register before infringement commences, possibility of getting statutory damages & attorney fees if prevail in a lawsuit.  Would be precluded as a remedy if wait until after infringement.  

c. Deposit of copies of work is required to obtain registration.  

e. 1909 Copyright Act: protection for 28 years and 28 more on renewal

i. Actually through 1978

1. need publication to have statutory protection.  

2. Publications needed to contain copyright notice.  

3. If published work, divested self of common law protection; 

a. If have notice on work, was protected federally. 

b. If no notice on work, divested self of common law & statutory protection.  

i. Dedicated work to the public domain.  

f. 1976 Copyright Act: expanded scope and duration

i. all written works became protectable once fixed in tangible medium of expression. 

ii. Duration expanded to life of author plus 50 years.  

iii. Corporate authors expanded to 75 years. 

iv. In some ways it weakened protection: explicitly preempted state and common law copyright. 

1. only thing left for common law copyright: unfixed work (live comedy & jazz routines.) 

v. Codified “fair use.” 

vi. Through 1988: 

1. needed fixation, but if published, needed proper notice. 

2. without proper notice, still dedicated to public domain, though there were some cure provisions.  

g. 1988: US ratified Berne Convention. 

i. Notice no longer required on public copies.  

ii. Registration only for US authors.  

h. 1994: TRIPS

i. had to restore protection of foreign works previously lost b/c they didn’t comply with old notice requirements.  

i. Copyright Extension Act: adds 20 years to protection/terms.  

j. Ownership of valid copyright confers (limited by fair use doctrine): 

i. Copying: owner has exclusive right to copy work. 

ii. Derivative works: owner has exclusive right to prepare derivative works based on copyrighted material. 

1. A work based on one or more preexisting works, such as: 

a. Translation

b. Arrangement

c. Dramatization

d. Fictionalization, motion picture version

e. Sound recording

f. Art reproduction

g. Abridgement 

h. Condensation

i. Or any other form in which a work may be recast, transformed, or adapted. 

2. Why grant separate right for derivative works? 

a. Incentive for people to make new works from public domain. 

b. Otherwise, would be hard to protect derivatives once they’re substantially removed from the original.  

iii. Distribution: owner has the right to control the sale and distribution of the original and all copies or derivative works. 

iv. Performance and display: owner has right to control the public performance and display of works (but not private displays. 

k. Requirements for Copyright: 
i. Original works of Authorship = “Originality” 
1. Independent creation of work…

a. Requires only that author not copied from some other source. 

b. Courts do not judge artistic merit.  

c. Courts usually find artistic works are original – not a hard test. 

2. …featuring a modicum of creativity.  

l. Not copyrightable: 

i. Facts 

1. Feist (SCOTUS, 1991): phone books are copyrightable, but the phone numbers and alphabetical organization are not.  

2. But fictional facts are protectable.  

3. Historical facts are not copyrightable – information is not original work of authorship.  

a. Historical research is also not copyrightable.  If it were protected, researchers would have to duplicate too many efforts.  

ii. Ideas


1. Baker v. Seldon

iii. Blank forms

iv. Scenes a Faire: characters, incidences, settings that are standard.  

v. Government works

1. §105

2. federal government only 

a. “work prepared by an officer or employee of the US government as part of that person’s official duties.”  

b. Why? 

i. Government doesn’t need additional incentive to create – has tax dollars. 

ii. Public has already paid for these works. 

3. Statutes, judicial decisions aren’t copyrightable, either.   

m. Infringement: 

i. Prima facie case: 

1. ownership of a valid copyright & 

2. copying of the constituent elements of the work that are original.  

a. De minimus copying: not enough to get over threshold.  

n. Thin v. thick copyright 

o. Limits on copyright protection: 

i. Idea-Expression dichotomy -- §102(b)

1. in no case does copyright protection extend to any idea, procedure, process, system, method of operation, concept, principle, or discovery regardless of the form in which it is described, explained, illustrated, or embodied in such work.  

a. Frequently applied in GUI & Computer software cases. 

2. Baker v. Seldon (1879): 

a. Selden had copyright on work embodied in his book about a novel method of bookkeeping. 

b. Baker uses similar plan, but arranges the columns differently and uses different headings. 

c. Court: there can’t be violation of copyright here without direct copying of Seldon’s text.  The idea can’t be copyrighted.  

i. Have to distinguish between the book and the art it’s illustrating. 

ii. System isn’t patented – isn’t protected.

1. don’t want to issue a back-door patent.

ii. Merger Doctrine: 

1. when there is only one or a few ways of expressing an idea, the idea merges with the expression and the work is not copyrightable.  

a. Morrissey v. Procter & Gamble (1967): only so many ways to do a sweepstakes; can’t copyright the method of doing it.  The idea & the expression merge; if you protect the expression, you protect the idea – and public is excluded. 

iii. Useful Article Doctrine: 

1. §101: “Pictorial, graphic, and sculptural works” – include useful articles so long as the design incorporates artistic features that can be identified separately from and are capable of existing independently of the utilitarian aspects of the article. 

a. Useful article: article having an intrinsic utilitarian function that is not merely to portray the appearance of the article or convey information. 

b. Separability: aesthetic element must be separable from utilitarian form.  Can either be conceptual or physically separable.  

i. Physical separability test: if it can stand alone from the article as a whole and is such separation doesn’t impair the utility of the article – hood ornament on a Jaguar. 

ii. Conceptual separability test: can separate out the image.  

iii. These are hard cases to decide.  

2. Brandir International v. Cascade Lumber (1987): RIBBON bike rack merged form & function so perfectly that it was impossible to separate the elements even conceptually – no copyright protection. 

a. Critique: encourages crappier art. 

3. Tests: 

a. Temporal displacement

b. Primary use: 

i. Is it primarily useful or aesthetic?

ii. If primarily aesthetic, then protect.  

c. Design process

d. Marketable as Art. 

4. Roth Greeting Card Case: 

a. Each part of the greeting card, individually, isn’t copyrightable. 

i. “I wuv you” isn’t long enough. 

b. The whole is.

c. If you change the picture, you can still use the phrase. 


p. Copyright Ownership & Authorship

i. §201(a) & (b): 

1. copyright in a work protected vests initially in the author….

a. The default, except in: 

2. for works made for hire, the employer is considered the author for the purposes of the title.  

ii. Work for hire: 

1. defined in section 101

a. work prepared by employee in scope of employment OR 

b. specifically ordered or commissioned (9 categories)

i. contribution to collective work

ii. part of a motion picture or other audiovisual work

iii. translation

iv. supplementary work

v. compilation 

vi. instructional text

vii. test

viii. answer material for test

ix. atlas

c. Written instrument specifying “work for hire” 

2. CCNV v. Reid (SCOTUS, 1989): sculpture doesn’t fall into one of the 9 categories, and rights weren’t assigned.  Court looks at common law agency (federal common law when applying to federal statutes!) to determine that this was not a work for hire – he wasn’t paid for his work, just costs incurred.  

a. Normally hiring party has the copyright ownership.  

3. If not work for hire, there are duration consequences.  

4. If work for hire, there are no terminations of transfer rights; it’s a living being, can terminate rights regardless of what the K says.  

iii. Joint works: 

1. defined in 101: work prepared by two or more authors with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole.  

a. Requires intent. 

i. Without agreement, look to context, subjective & objective factors, behavior, language, conversations.  

b. Each contribution must be independently copyrightable. 

c. Almuhammed v. Lee – 9th Circuit.  

i. No joint work.  

ii. Cases tend to be very messy – very context specific.  







q. Copyright Timelines

	1909 Act
	1976 Act (effective date 1/1/78) 

	28 + 28 years + 19 years added in 1976 = 75 

+20 (1998)

Potential total: 95

From 1909-1964: had to file renewal to get the renewal term (or would only get first 28 years).  1964: Congress changed rule; didn’t have to file renewal certificate for works published after 1964.  
	Unitary terms: 

1. Life of author + 50 years (+ 20) = Life + 70

2. 75 + 20 = 95 from publication or 100 + 20 = 120 from creation. 


i. Copyright term extension act added 20 years to everything in 1998. 

ii. Copyrights run to end of calendar years

1. work published in 1920, filed renewal: 1995.  December 31, 95 – last day of protection. 

2. If take 1998-75 years= 1923.  Anything published prior to 1923 is in the public domain.  Stuff afterwards, if renewal filed, has 95 years of protection.  

iii. Why life + 70? No good answer for it, other than Berne says life plus 50.  

1. slows growth of the public domain.  

a. Before, 91% of works went into the public domain when renewal registration required. 


r. Traditional Rights of Copyright Owners

i. Section 106: subject to 107-121, copyright owner has the exclusive right to: 

1. reproduce work

2. prepare derivative works

3. distribute copies

4. publicly perform work

5. publicly display work

6. publicly perform sound recording by means of digital audio transmission 


ii. Reproduction Right 

1. Independent of why you’re doing it.  

2. Prima facie case of infringement: 

a. Must have ownership of valid copyright 

i. Ownership &

ii. Validity 

1. originality & no bar to protection

b. Copying of the constituent elements that are subject to protection. 

i. First: copying from P’s validly owned work. 

1. independent creation is a complete defense.  

2. Can prove two ways: 

a. by having direct evidence of copying (admit, witness, etc)

b. circumstantial evidence

i. access to the material & 

ii. substantial similarity

ii. Second: Copying of sufficient copyrightable elements/portions – improper appropriations. 

1. Courts talk about “substantial similarity” when talking about copying sufficient copyrightable elements.

3. Arnstein v. Porter (1942)

a. No striking similarities, but enough to get to a jury. 

b. The smaller the number of similarities, the greater amount of evidence that will be required to show access to the materials. 

i. The greater the similarities, the less access is required. 

ii. Access: it’s a question of fact so long as there’s evidence that the other person had access to the original material.  

iii. But if no access, is striking similarity enough? 

1. circuit split.  4th & 7th: no.  2nd: yes. 

c. Infringement is strict liability – doesn’t matter if didn’t intended to copy.  

d. Improper Appropriation 

i. Issue of fact – did the D copy “too much?” 

ii. Judged by the standard by “the ears of the lay listener.” (Or the intended audience of the work.)

1. some role for experts – what the target market is, how they might react.  But limited – not allowed to testify about “this copying is improper.” 


4. Nichols v. Universal Pictures Corporation (1930)

a. Abie’s Irish Rose v. Cohens and the Kellys (screenplay)

b. Issue: how far will we let the copyright owner’s rights extend? 

c. What’s the line between idea & expression? 

i. Always start with the P’s work

ii. Know we won’t just protect the script – also against non-literal infringement


5. Steinberg v. Columbia Pictures Industries, Inc. 

a. Copyrighted New Yorker cover vs. Movie poster

b. Evidence of copying

i. Direct evidence – “make it look like this.” 

c. Issue in case: is this is improper appropriation? 

i. Are the similarities sufficient? 

1. colors, font, layout – same errors!

ii. Typefaces not copyrightable unless independent graphical works. 

1. but contribute to overall analysis. 

d. How you define the idea matters: D will want to define very specifically, P very broadly.  

6. Exceptions to Reproduction Right 

a. Public library or archives

b. Broadcasters during course of broadcasting

c. Recording for payment of royalty

d. Audio Home Recording Act (AHRA): authorizes consumers to make copies for noncommercial use.  (doesn’t apply to Cds or computers.)


iii. Right to prepare derivative works

1. Defined in §101: 

a. A work based on one or more preexisting works, such as: 

i. Translation

ii. Musical arrangement

iii. Motion picture

iv. Sound recordings

v. Art reproduction 

vi. Abridgement 

vii. Condensation

viii. Or any other form in which a work may be recast, transformed, or adapted. 

2. Determining if new work is derivative: 

a. Is there sufficient originality beyond incorporation of pre-existing work? 

i. Could be copyrighted or in public domain.  

1. Should there be more originality when underlying work is copyrighted, vs. in public domain?  Or more when work is in public domain? 

2. The public doesn’t give up any right to the public domain work; that remains public, though the new work gets protection. 

b. Are there any bars to protection? 

3. Derivative works can be copyrighted with own duration and licensing.  

4. Subject matter of copyright includes compilation & derivative works, but protection for a work employing preexisting material in which copyright subsists does not extend to any part of the work in which it’s used unlawfully.  §103(a). 

5. Anderson v. Stallone (1989): 

a. Screenwriter prepared screenplay for Rocky IV based on Stallone’s original works in Rocky I-III.  Anderson sues for infringement.  

b. Prima facie case for derivative works: 

i. Ownership of valid copyright & copying of copyrightable elements.  

c. But are characters independently copyrightable? 

i. In literary works, character has to constitute the story being told (not just a chessman in a story).  

ii. Judge Hand: copyright protection granted to character if developed with enough specificity so as to constitute protectable expression.   

6. Unlike patents, we don’t grant blocking copyrights; copyright owners have complete control.  

7. Reproduction right overlaps derivative work right. 

a. Key difference: fixed embodiment is not necessary for derivative work right infringement. 


iv. Right to Distribute Copies

1. §106(3)
a. Can infringe without MAKING the copies; if you’re distributing, that’s infringement.  
b. these rights are independent, separable. 
2. Big limitation: the first sale doctrine. 

a. Allows people to buy items, resell items. 
b. (Loaning: distributing copies to the public.) 
c. Limitation the first sale doctrine: special treatment for sound recordings & computer programs: 
i. No “rental lease or lending” for purposes of direct or indirect commercial advantage. 
1. doesn’t apply to libraries or educational institutions. 
2. prevent copying
3. started for sound recordings in the 70s, added computer programs later. 
ii. For computer programs: it matters if you’re a licensee or an owner of the program.  Licensees don’t get a first sale doctrine exception.  
1. can’t transfer the file – that’s making another copy, and first sale doesn’t cover reproduction.  Should delete, then sell original media. 

v. Public Performance & Display Right 

1. Performance – if it moves.  Display – if it doesn’t move.  
2. Limited by: 
a. Requirement that performance or display be “public” (place open to the public, where substantial number of people outside normal circle of family & social acquaintances.) 
b. Transmitted to public. 
c. §§107-121 exceptions

s. Copyright Remedies 

i. Criminal Infringement: 

1. §506:

a. two elements to be criminal. 

i. Infringement must be willful – intentional violation of a known legal duty & 

ii. For purposes of commercial advantage or private financial gain. 

1. includes receipt or expectation of receipt of anything of value, including receipt of other copyrightable works.  (NET Act). 

2. OR by reproduction or distribution, during any 180 day period, one or more copies with total retail value of more than a thousand dollars.  At $2500 it becomes a felony.  

a. Can aggregate. 

ii. Civil Remedies 

1. §504 damages

a. damages & 

b. infinger’s profits

c. OR statutory damages

i. Like liquidated; set out in statute. 

ii. Must have timely registration of work prior to infringement to file suit w/in three months of publication (?)

d. At discretion of DC

i. $750-30,000 “for all infringements…with respect to any one work.” 

1. strict liability – don’t care about motive. 

2. $150,000 if willful (not as strict as in criminal willfulness – just objective standar – how reasonable is it to believe it’s innocent?) 

3. $200 if innocent 

a. 504(c)(2): infringer wasn’t aware and had no reason to believe that acts were infringement of copyright.  (Hard to prove). 

ii. Statutory damages are at copyright owner’s election; can decide between actual or statutory damages.  

e. Attorney fees to prevailing parties – §505.  

1. discretion of DC. 

f. Injunctions §502

g. Impoundment & destruction of items/molds, etc. §503. 

2. Two types of legal rules for damages: 

a. Liability rule: from contract law; the right to breach a K so long as compensation is paid. 

b. Property rule: from property law; the right to prevent improper behavior by the D.  Damages may be awarded, and other remedies are also available – punitives, injunctions, criminal sanctions.  

3. Dishonored Lady: In computing amount of profits against an infringer, give the owner just the part of the profits attributable to the use of the copyrighted material (apart from what the infringer supplied). 

a. Why is this fair? 

i. Damages not about penalizing the D, but about disgorging profits.  

ii. D added much to the original work – actors, producers, set designers, distribution, etc.  

iii. Movie profits dependent on so many other factors. 

b. Burden is mostly on the D to show the portion that’s been added.  

i. This is a difficult question; if tricky, might want to elect statutory damages.  

t. Fair Use: 

i. Originally judge-made doctrine, now codified.  

ii. Fair use is defense to infringement. 

iii. §107: 

1. for criticism, comment, news reporting, teaching, scholarship or research (illustrative list). 

2. To determine, consider factors: 

a. Purpose & nature of the use (commercial vs. nonprofit educational) 

b. Nature of the copyrighted work

c. Amount & substantiality of the portion used in relation to the copyrighted work.

i. Even if just using a little bit, if steal “the heart” of the work, weighs against fair use (the Nation case). 

d. Effect of the use on the potential market. 

3. No bright line rules: “the most troublesome in the whole law of copyright.”  J. Hand. 

4. Harper & Row v. Nation: 

a. Fair use is an affirmative defense.  

b. There is no separate 1st A defense to copyright.  Copyright itself is engine of free expression.  

iv. Parodies: 

1. Use same four factor analysis.  

a. Purpose & nature of use

b. Nature of the copyrighted work. 

i. Not as useful in parody, since parody copies the work. 

c. Amount & substantiality 

i. Parodies have to take more to be recognized.  

d. Effect of use on the potential market. 

i. Actual effect as well as potential effect. 

ii. D has the burden to show that this work doesn’t supplant the original or interfere with the derivative market. 

iii. If D fails here, can lose it all.  

2. Campbell v. Acuff-Rose Music, Inc.

a. Parody has to be transformative in nature; must supercede in nature.  

i. The more transformative it is, the less other factors matter. 

ii. Review fn 11, p. 482.  

iii. “Whether a periodic character may reasonably be determined.” 

b. If use of material isn’t unlawful, no bar to copyright new work.  

v. Parody vs. Satire: 

a. Satire targets society in general, parody targets underlying work (much greater claim to fair use.) 

vi. “Non-transformative copying: 

1. Sony v. Universal 

a. Universal sues makers of VCRs. 

b. Theory of liability: contributory infringement: facilitating the infringement of others by selling copying equipment.  

i. Test: To find no infringement for sale of copying equipment, must show substantial legitimate, unobjectionable purposes.  

ii. “Merely be capable of substantial non infringing uses.” 

iii. “Time-shifting” programs isn’t illegal. 

1. What about unauthorized time-shifting? 

2. Doesn’t matter unless conflicts with exclusive rights in the statute.  

3. No demonstrable effect on the potential market value of the copyrighted work.  

a. Here it’s the single most important factor – but not in later cases.  

c. Is taping still fair use? 

2. Photocopying: 

a. American Geophysical Union v. Texaco, Inc. 

i. Copying journals: harm to the market is the most important factor.  

ii. Missing lecture notes – view tape. 


VII. Trademark

a. Generally: 

i. Protected at common law in US until 1870. 

1. Lanham Act enacted 1946 

a. Enacted under commerce clause. 

2. Also, many state TM systems.  

ii. Dual policy goals: producer incentives & consumer protection.  

iii. Theories based in tort (not property): 

1. Prevent unfair competition. 

a. Protecting investments in goodwill – economic value of consumers’ associations with a firm & its TMs.  

i. Creation of the mark

ii. Advertising dollars

iii. Investment in product itself (quality assurance).  

2. Prevent deception of the consumer. 

a. Reducing customer’s search costs

b. Increasing information – TM is shorthand for experiential relationship with products. 

iv. TM includes any word, name, symbol, device, or combo…

1. used by a person (or intent to use)

2. to identify and distinguish his or her goods, including a unique product, from those manufactured or sold by others and to indicate the source of the goods, even if that source is unknown. 

a. Protected on use; there are more benefits for registration, but the use gives you protection. 

b. Registration gives prima facie evidence of ownership & validity. (Burdon on other party.)

i. Registration automatically confers nationwide protection of mark. 

ii. Registration allows to go to customs to stop importation.  

iii. Constructive notice to others that you own the mark.  

iv. Ability to achieve incontestable status.  

v. Federal court jurisdiction – original jurisdiction for TM claims.  

v. Others: 

1. Certification marks: used by trade associations or other commercial groups to ID particular type of goods. 

2. Collective marks: used by members of a coop, association, or group which has bona fide intention to use in commerce. 

vi. Classifications of marks: 

1. Fanciful

a. Strongest

2. Arbitrary

a. Strong marks because any value comes from corporate use

3. Suggestive

a. Suggests a product in people’s minds 

4. Descriptive 

a. Describe the product or service

b. If can show secondary meaning/acquired distinctiveness, then protectable notwithstanding fair use.  

i. Secondary meaning: burden on person trying to establish it; must connote a single thing coming from a single source.  

1. prove with direct evidence: consumer surveys; 

2. also with circumstantial evidence, like amount spent on advertising, time product has been around. 

c. Fair use: if mark is descriptive, it gets less protection/thinner protection: can’t prevent the name from being used in its descriptive way.  

5. Generic 

a. So associated with the product class that they’re the natural way of referring to them. 

b. Automatically unprotectable.  

vii. Geographic Limitations on TM use: 

1. ownership of mark doesn’t necessarily mean nationwide protection. 

2. if want international protection, must seek in other countries.. 

3. Common law TMs protected only in areas where products sold or advertised.  

a. Not intended to confer broad property right, but only to protect goodwill that markowner has invested.  

b. Exceptions: TM owner entitled to exclusive use of mark in any geographic area in which the mark’s reputation has been established, even if product not sold there. 

i. TM owner is entitled to protect mark in territory which he is expected to reach in normal expansion of business.  

c. TM owner entitled to prevent anyone from intentionally trading on that goodwill, even outside of established geographical area. 

viii. TM Office Procedures: 

1. Filing fee: $335 per mark, per class. 

a. May seek registration in more than one class. 

b. Use-based or Intent-to-use applications – both examined the same way. 

c. On filing, applications are public record. 

2. Examination period: 

a. Intermediate level of scrutiny (between copyright/light and patent/heavy).  

b. Examiners divided into classes, dealing with certain areas.  

c. They look to make sure it meets requirements for what is or isn’t acceptibel.  

d. Look for conflicts with existing & pending marks.  

e. May send rejection notice, giving grounds; applicant has opportunity to respond.  

3. If get a final rejection: 

a. Can appeal in several ways. 

i. TTAB (Trademark Appeal Board) ( Federal Circuit OR

ii. Sue examiner of TM office in DC to force registration.  

4. If mark allowed; 

a. Gets published in official Gazette. 

b. Unlike Patents, there’s an opposition period; 30 days plus extensions if prove certain things. 

i. Can file opposition by anyone who thinks they’ll be harmed by the proposed registration. 

ii. If opposition is filed, then have inter parte proceeding

iii. Pretty tight time period. 

c. If not opposed: 

i. Get certificate of registration. 

ii. If file intent ot use application, get a notice of allowance (good as soon as you use it; not quite registered yet). 

iii. Get to use the little ®,  mark is federally registered.  (If not yet registered, can use little tm or sm.  

5. Once registered: 

a. 1058 §8 of Lanham Act: 

i. registration lasts 10 years, but can be cancelled after 6 if fail to file affidavit with TM office. 

ii. 10 year period is renewable for additional 10 year periods. 

iii. No limit – but must keep using the mark. 

b. §15: incontestability status.  

c. Possible for registration to be cancelled if someone petitions for it; can be brought on any grounds for first five years.  After that, only certain grounds will work.  

6. Priority conflicts: 

a. Scenario: 

i. A uses

ii. A registered

iii. Then B uses. 

1. A is senior user, gets national TM protection & if B is in market where A is or is likely to expand into, A can get immediate injunctive relief.  Some caselaw that A will have to wait until wants to go where B is.  

b. Scenario: 

i. B uses

ii. A uses. 

iii. A registered

1. B could have opposed but didn’t. 

2. OR B can file a cancellation b/c B thinks is being harmed (hard to do b/c B didn’t oppose registration.)  Can let B have rights where he is now, cap his rights.  

c. Scenario 

i. A uses

ii. B uses

iii. A registered

1. if B opposes, A is still senior user. 

2. B will continue to use mark in area B was, provided there wasn’t any overlap between A&B.  If overlap, A has common law rights. 

ix. Principal & Supplemental Register: 

1. Supplemental register ( mark need only be capable of distinguishing goods or services; no need to prove it’s actually functioning in that capacity.  (availability for TD).  Confers no substantive rights beyond common law.  

2. But mark on supplemental register may be litigated in federal court, cited by PTO against later applicant and may provide notice to other that mark is in use. 

x. Grounds for refusing registration: 

1. §1052: No TM shall be refused registration unless: 

a. immoral, deceptive, or scandalous matter

i. eg, Old Glory Condoms

1. Analysis: 

a. Attitudes at the time registration was sought. 

b. Dictionary definitions for scandalous/immoral

c. “rule of doubt” – if close, let it be registered.  

d. Look at the seriousness of the purpose of the mark

i. Entire context of use

ii. People can seek cancellation – people genuinely offended. 

b. consists of or comprises the flag or coat of arms of US, state, municipality

c. Consists of name, portrait, or signature… 

d. Mark resembles another mark and will cause confusion.  (Triggers full “likelihood of confusion” analysis.) 

e. Mark is merely descriptive or misdescriptive of goods, is geographically descriptive, is geographically deceptively misdescriptive of goods, merely a surname or is function.  

i. Geographical Marks: 

1. “Nantucket shirts” made in NC.  Cause consumer confusion? 

a. Have to show that the public would see the goods and get confused about the place.  

b. Is place name localized enough to distinguish goods, and used in geographic identifier way? 

c. Is place name recognizable as place from which goods originate? 

i. If no, mark likely to be inherently distinctive. 

ii. If yes, mark may be in one of many categories.  

d. B/c shirts not associated with Nantucket, mark can be registered. 

ii. Surname Marks: 

1. extremely rare surnames can have material impact on the weight given directory evidence.  

2. Can be considered arbitrary term.

3. But hesitance to register surnames springs from old common law policy in favor of the right to use one’s name.  

iii. Deceptively misdiscriptive marks: 

1. has to be “believable” misdescription. (Otherwise would be arbitrary). 

2. Deceptive vs. Deceptively misdescriptive: 

a. Turns on the materiality of the misdescriptiveness.  

b. Ask: is the misdescription material to the purchaser? 

i. If no: deceptively misdescriptive and registerable on showing of secondary meaning. 

ii. If yes: not registerable: like silkies for polyester clothing. 

f. But these can be registered if show secondary meaning (and get on primary register): 

i. Merely descriptive 

ii. Deceptively misdescriptive

iii. Primarily geographically descriptive

iv. Surname

xi. Opposition: 

1. any person who thinks he’d be damaged by registering the mark can object within 30 days after publication. 

2. only meaningful for first possessing resources to search official Gazette!

3. Opposer must plead and prove: 

a. Is likely to be damaged by the registration (standing)

b. There are valid legal grounds why applicant is not entitled to the mark.  

4. The opposer has the burden of proof: may use any legal ground to negate applicant’s right to registration. 

xii. Cancellation: 

1. even after TM examiner is satisfied, someone who thinks is damaged by registration can petition for cancellation of the mark. 

2. Even if cancelled, mark may enjoy common law rights. 

xiii. Concurrent Registration: 

1. allowed if won’t confuse consumers

2. Junior use must show that confusion not likely to result. 

a. Three exceptions: 

i. PTO not required to grant registration contrary to agreement between parties that leaves some territory open. 

ii. Where junior user was first to obtain registration, junior user gets nationwide rights subject only to the territorial limitation of senior user

iii. Areas of mutual nonuse may be maintained if the mark, goods, and territories are such that it’s the only way to avoid confusion. 

xiv. Incontestability 

1. If file incontestability affidavit and it’s granted, it limits defense to others’ use.  

a. “quieting title” in the mark.  

b. Can no longer use “merely descriptive” as a defense. 

c. Dollar Park-n-Fly case: got around requirement of secondary meaning for a descriptive mark, just b/c of incontestability!  Problem for Stevens in the dissent.  

xv. Genericide: 

1. marks that become too well used “commit genericide” (terms enter the public domain) and can be cancelled. 

a. Test: 

i. Whether in the eyes of a substantial majority of the public, the mark refers to a category of goods. 

1. look for evidence: PTO, dictionaries, newspaper  & magazines use of term.  

2. Murphy Beds: 

a. Since genericness is issue of the public, it’s OK to put some of the burden on the D to show the genericness of the mark.  

b. Murphy has to sue under common law, not 1114 b/c couldn’t get federal registration. 

xvi. Trade Dress & Product Configuration

1. design & packaging of materials 

a. Qualitex: 

i. pads for dry cleaning using green/gold pad.  It’s the color the P is asserting right to – and it’s protected. 

ii. Color, shape, chimes (NBC), Lion of MGM, MS boot-up sound, smell of thread.  

1. So long as mark is capable of signifying source – acts as a symbol of source to consumers. 

iii. Can’t merely be functional! 

1. If exclusive use of the feature would put competitors at a significant non-reputation related disadvantage, then the mark is functional, whatever it might be.  

b. Two Pesos: 

i. TD of a restaurant at issue. 

ii. Proof of secondary meaning isn’t necessary in TD; if it’s inherently distinctive, that’s enough.  

1. statute: no difference between TM and TD in the section; if TD is descriptive, why made TD show secondary meaning when we wouldn’t make the TM show it?  Would undermine Lanham. 

2. Competition is protected by functionality doctrine; could have anti-competitive effects if require secondary meaning at the start of a business.  

c. Wal-Mart: design of product itself – not the TD alone of the product, but product plus TD – must have secondary meaning to be protectable.  

i. Court is carving out product design for special treatment.  

ii. If want protection, then get a patent or copyright.  

1. after patent expires, probably would have the secondary meaning! 

xvii. Functionality Limits on TD: 

1. Qualitex: feature is functional if it is essential to the use or purpose of the article or if it affects the cost or quality of the article – if exclusive use of the feature would put competitors at a significant non-reputation related disadvantage. 

2. Functional if: 

a. Essential to use or purpose of the article OR if it affects the cost or quality of the article

b. If competitors need to copy it to compete effectively 

c. If substantially related to the utilitarian purpose of the product.  

i. Aesthetic functionality: if making the product pretty (part of TD) is necessary to sell it, it’s functional.  

3. Relationship to utility patents: 

a. Existence of a utility patent is relevant in determining whether a product feature is functional IF: 

i. The feature is dictated by the patented invention OR 

ii. Feature is encompassed in the patent claims and the claims indicate the feature plays a utilitarian role in the invention.

b. Traffix Devices: prior patent is strong evidence that features are functional: party seeking protection has the burden of showing non-functionality, even if there are no prior patents.  

i. Expiration doesn’t matter; if not expired, would be arguing about the patent. 

ii. TD proponent must carry “heavy burden” that feature isn’t functional. (Here there was prior litigation that it was!) 

4. Relationship to design patents: 

a. may favorably influence evaluation, b/c PTO found it to be non-functional. 

5. Functional marks may not be registered, not even on the supplemental register. 


b. Trademark Infringement 

i. Inquiry is likelihood of confusion. 

1. incontestable mark is not necessarily a strong mark for purposes of determining likelihood of confusion.  

ii. Registered marks: 1114/32

1. Any person who shall without the consent of the registratnt use in commerce any copy or colorable imitation of a registered mark in connection with the sale…of any goods or services on or in connection with which such use is likely to cause confusion or mistake or to deceive….

2. Usually would bring claims under 32 & 43. 

iii. Unregistered marks: 1125(a) 43(a): 

1. broader language as to affiliation, connection or origin, sponsorship etc. 

iv. Slickcraft: infringement will be found if the marks are sufficiently similar that confusion can be expected; if goods are related but not competitive, other factors can be added.  

v. Test:

1. Strength of the mark

a. The stronger the mark, the better the protection will be. 

b. Incontestable doesn’t mean anything here for confusion purposes – not necessarily strong. 

2. Proximity of the goods (similarity of the products)

a. If close in use  function, lends towards finding infringing use. 

3. Similarity of the marks

a. Sight 

b. Sound

c. Meaning

4. Evidence of actual confusion

a. Actual confusion really helps; need substantial showing of confusion among trade & buying public. Can also use surveys.  

5. Marketing channels used

a. Convergent marketing channels increases likelihood of confusion.

6. Degree of care likely to be exercised by the purchaser. 

a. Standard: “Typical buyer exercising ordinary caution” 

7. Likelihood of expansion of product lines

a. Strong possibility that either party may expand will weigh in favor of finding present use is infringing. 

vi. Types of confusion: 

1. palming off: freeriding in competition. 

2. confusion as to source: not intentional, but customers are confused. 

3. confusion as to sponsorship, affiliation, association. 

4. initial interest confusion: mark used by D causes you to look at the goods. 

5. post-sale confusion: not protecting consumers here, but interests of company against knock-offs. 

6. reverse confusion: Big-O tires: whale swallows guppy. 


c. Trade Dress Infringement

i. LA Gear: violation requires that there was likelihood of confusion, mistake, or deception: similarity in overall appearance alone can’t establish source confusion as a matter of law.  

1. burden of avoiding confusion & proving confusion has been avoided is on the copier. 

a. If intentional copying, there is presumption to have intended to creat confusion. 

b. Presumption rebutted by copier that consumer confusion has been avoided. 

c. Likelihood of confusion has question of law mixed with facts. 


d. Trademark Dilution 

i. Federal Trademark Dilution Act

1. used to be state law cause of action.  

2. Statute doesn’t mention tarnishment.  SCOTUS hints it’s not protected against, but doesn’t come right out and say it. 

ii. Dilution: 

1. lessening of the capacity of a famous mark to ID and distinguish goods or services regardless of the presence or absence of: 

a. competition between owner of famous mark and other parties

b. likelihood of confusion, mistake, or deception.  

iii. Can find infringement even where consumers weren’t confused about the source – dilution can happen regardless of competition or confusion.  

iv. To make a blurring case: 

1. Marks that qualify for dilution?  43(c)

a. Famous marks. 

b. “distinctive and famous” indicates there’s a requirement of distinctiveness.  

2. Requires showing of harm (FTDA: need actual harm.)

a. Have to prove actual dilution: objective proof of economic damage to the mark, using surveys and expert testimonies, loss of licensing. 

b. Different level of proof if marks aren’t quite identical.  

3. Commercial use in commerce

v. Two main kinds: 

1. blurring: confusing with another product

a. Mosley v. Victoria’s Secret: 

2. tarnishment: junior user undermines image consumer has of older mark to advertise unsavory products. 

vi. Exceptions: 

1. fair use of registered mark in comparative advertising or promotion 

2. noncommercial use of mark 

e. Remedies

· Injunctions

· 1116

· courts shall have the power to grant injunctions according to the principles of equity and upon such terms as the court may deem reasonable. 

· Preliminary  injunction: 

· Presume irreparable harm when mark owner shoes likely success on infringement, validity.  

· Theory: one is necessarily harmed by losing control over reputation associated with the mark.  

· very clearly the favored remedy in TM law

· both for infringement, 43(a) and dilution

· more automatic remedy, though within discretion of the court. 

· Damages

· P shall be entitled….subject to the principles of equity… 

· D’s profits

· Any damages sustained by P

· Cost of the actions

· Court can treble

· Court can still increase as it sees fit!

· In any event, such sum shall NOT be punitive (unless have willful bad faith situation).  

· Also creative remedies: corrective advertising, transfer of phone numbers.  

Damages 15 USC 1117(a)

· available for infringement, 43(a)

· available for dilution if willful

· can be trebled

· courts historically skeptical, especially where infringement appears innocent.  

If D is counterfeiting, all remedies stronger, criminal sanctions, too.  

Lindy Pen Company, Inc. v. Bic Pen Corporation

9th Circuit, 1993

SCOTUS has held in the past that accounting of profits follows as a matter of course after infringement found by competitors.  

· accounting of profits is not automatic and must be granted in light of equitable considerations.  

· If TM infringement is deliberate and willful, court founds that remedy greater than injunction “slights” the public.  

· However, P is not entitled to a windfall.  

Current case doesn’t involve willful infringement.  To award profits would be too great a punishment.  

Court below found that Lindy had failed to show any actual damage b/c it didn’t put forth sufficient proof of its lost profits.  P must make prima facie showing of reasonably forecast profits. 

· “damages sustained”

· no evidence of actual confusion, which makes it difficult to show the harm sustained. 

· To show lost profits – show financial statements, sales of competitors

· But Lindy was already on the way down. 

· And you’ll lose sales just b/c you have competition.  Can’t protect against competition, just infringement.  Can only be compensated for the lost sales b/c of the infringement – must have apportionment. 

· Problem of proof.  Lindy has the burden of proof here; whoever has this burden has a tough time.  

· Generally P shows gross numbers of lost profits. 

· Have to show D’s profits from using TM (get through discovery). 

· But this court really seems to not want to give Lindy damages. 

· But Bic wasn’t that bad of an actor.  

· But look to the D’s actions in looking at the register, researching the mark.  

· Could have used doctrine of laches (equitable defense) – Lindy had been sleeping on its rights. 

· Estoppel: they didn’t sue for a while, gave indication that it would be ok; they’re estopped from proceeding.    

Corrective Advertising: 

Big-O Tires v. Goodyear Tire & Rubber Company 

10th Circuit, 1977 

Example of reverse confusion – small company’s mark stolen by big company.  Risk is that people will think that senior user’s products come from junior user.  

Problem: how do you remedy this?! 

- Damages issues in these cases are huge windfalls to senior user.  

- (Here, lots of bad faith on Goodyear.) 

Big O sues Goodyear  based on false designation of origin and common law TM infringement.  

Jury found TM infringement, TM disparagement, P entitled to compensatory damages of 2.8 million and punitives of 16.8 million.   Court enjoined GY from infringing and dismissed counterclaim.   

Trademarks & Speech: 

· Generic -- free for anyone to use in any way. 

· Descriptive – for anyone to use in its descriptive way (fish fry case). About how much we can allow the monopoly on speech to extend. 

· How about other TMs? 

· MATTEL Inc. V. MCA Records

· 9th C. 20002

· Barbie is P’s mark; D made song Barbie girl.  

· Sold the song in commerce. 

· Mattel makes claims that the song dilutes Barbie, infringes Barbie.  

· Infringement claim

· D: 1st A defense (often when see 1st A defense) – 

· Parody.  

· Not likely to confuse. 

· Nominative fair use: I’m using your mark to refer to your stuff.  Using it as an identifier of your goods.  Depending on the situation, that may be OK.  

· Only one in the statute! Parody & not likely to confuse aren’t in the statute!!

· How to engage in balancing TM vs. Free Speech rights? 

· Why is it OK to restrict certain kinds of speech using TM law? 

· Why OK to enjoin speech? 

· B/C it’s commercial speech – does no more than propose a commercial transaction.  Often when enjoining D’s use of a mark, what D is doing is commercial speech – merely and only proposing a commercial transaction.  

· When speech is commercial, can restrict it more. 

· To get an injunction under this claim, have to show likelihood of confusion: 

· Injunction only within one industry or several related industries. 

· Premised on the need to prevent confusion – preventing fraud – and that’s a recognized reason to ban speech.  

· But with Dilution, we don’t require confusion at all.  

· What do we require?  For federal dilution: famous mark, distinctiveness, commercial use in commerce (not the same thing as commercial speech).  

· Three exemptions in statute: 

· Comparative advertising

· News reporting & commentary 

· Didn’t use this, but might have been a viable argument.  

· Noncommercial use

· But this is what the court uses.  

· But the Ds are selling a product – a song.  Why not commercial use? 

· Court says they’re doing something expressive.  Congress realized had to have exemption even for things that have commercial aspects b/c definition of commercial use is if not completely commercial, then not commercial speech.  

· This isn’t the opposite of “commercial use in commerce.” 

· 9th circuit has adopted Rogers test: 

· What do we have to show to have no infringement of a mark? 

· When customer sees title, doesn’t think it identifies the senior user’s product.  

· If title doesn’t refer at all to artistic relevance to the underlying work, then infringing OR if has relevance but misleads as to content then infringing. 

· Here the song title refers to the lyrics.  

Cybersquatting: 

Anticybersquatting Consumer Protection Act (ACPA)

Registration of domain that TM owner objects to. 

· Prior to ACPA (and even after, too): 

· TM infringement

· Unfair competition

· Dilution 

· Congress thought was providing relief to cybersquatting.  

· But courts had to bend over backwards to find famousness.  

· Marks courts weren’t famous were also having problems. 

· ACPA passed in 1999, effective date 11/29/1999

· Section 43(d) of Lanham Act

· 47 – Protection for personal names (note 6, page 658 neglects this provision) §1129

· misleading in the book, ignores that there’s another section. 

· If the personal name is registered as a TM, can get TM protection & 43(d) protection (though don’t have to have registered mark for 43(d) protection. 

· Elements for cybersquatting: best thing to look at the statute. 

· 43(d): 

· P must be owner of a mark.  

· Without regards to the goods or services of the parties.  (don’t care about markets – regardless of that).  

· D must have: 

· Bad faith intent to profit from that mark

· Register, traffic in, or use a domain name 

· That is identical or confusingly similar (if the mark is distinctive) or

· That is identical confusingly similar, or dilutive (if mark is famous) or

· That is protected by a special statute (Red Cross & Olympics)

Shields v. Zuccarini

3rd Circuit, 2001

· To succeed on ACPA claim, must prove that: 

a. Mark is entitled to protection 

i. Distinctive/famous

ii. If famous, would also get protection from dilution.  

b. Register, traffic in, or use? 

i. Court doesn’t discuss, but easy to prove.  

c. The domain names are identical or confusingly similar to the mark and 

d. Domain names were registered in bad faith.  

i. How to tell if someone has bad faith? 

ii. Never used these TMs or SMs, no IP rights in the names, never used names for himself, never Ided by these names.  

iii. Registering

· Talking about the mark & domain in isolation. 

a. IF have Identical domain name to the mark, or confusingly similar domain name – discussion of famousness doesn’t really matter. 

· Z argues typosquatting isn’t the same thing as cybersquatting, BUT legislative history doesn’t bear that out. 

· Bad faith requirement: 

a. Never used these as TMs or SMs, no IP rights in the names, do not contain any variation of his name or name used to ID him, never used domain names for himself.  

b. Intent to divert consumers, that could harm goodwill for either commercial gain or with intent to tarnish by creating a likelihood of confusion. 

c. Offer to transfer, sell, or assign domain name for financial gain w/o use

d. False contact information in appliation for domain name, intentional failure to maintain contact information (or a past pattern of such actions)

e. Acquisition of multiple domain names which D knows are identical or confusingly similar (or dilutive if famous) to marks owned by others. 

· Negating bad faith: 

a. D’s own rights in the mark

b. D’s legal name or nickname

c. D’s prior use of domain name with bona fide offering of goods/services

d. D’s bona fide noncommercial or fair use of the mark in the site at that domain name. 

But Z has bigger defense: protest site, which court rejects b/c of timing.  

NO BAD FAITH IF: 

· Court determines that the person believed and had reasonable grounds to believe that the use of the domain name was a fair use or otherwise lawful.  43(d)(1)(B)(ii)

a. Subjective: did the D genuinely believe this (not if it was reasonable). 

b. Objective: belief must have reasonable grounds. 

With Z, hard to meet the subjective test b/c he wasn’t protesting when he registered this site.  

What kind of relief do you get: 

· injunctive: turning over of domain names is best. 

a. Forfeiture, cancellation or transfer of the domain name 43(d)(1)(c)

· Damages 1117(d)

a. Public law has provision that not supposed to get damages for marks registered before the effective date, but after the effective date, he’s still using the mark.  

i. Court says this makes him subject to damages.  

b. Statutory damages range from 1K to 100K per domain name. 

· Attorney fees.  

a. In exceptional cases 1117(a).  Last sentence.  Provision applying to all TM cases.  

b. Exceptional cases: in TM law, before cybersquatting, exceptional was willful, bad faith.  So now it’s easier to get attorney’s fees if prevail b/c you’ve already proven bad faith.  Still within discretion of the courts and still have requirement of exceptional nature.  

PETA v. Doughney 

4th Circuit, 2001 

Doughty registered peta.org, which was for “People Eating Tasty Animals.” Fourth Circuit found it caused initial-interest confusion and that he was liable for TM infringement.  

· ACPA

a. PETA had to prove that 

i. he had bad faith intent to profit from domain name & 

ii. Peta.org is identical or confusingly similar to or dilutive of the distinctive & famous PETA mark.  

b. Doughty argues: 

i. Peta didn’t plead ACPA claim, but raised it for first time in motion for SJ

1. rejected out of hand.  

ii. ACPA cannot be applied retroactively

1. Yes, it can.  

2. Act still applies, perhaps only transfers, cancellation of domain name (no damages)

iii. He didn’t seek to profit financially

1. wanted to settle. 

iv. Acted in good faith.

1. had no IP right in name

2. peta.org doesn’t ID him

3. used PETA mark in commercal manner

4. intended to confuse public

5. made statements to make peta settle with him

6. made false statements when registering domain name  

v. All rejected.  

Why does D lose this case? 

D said “make me an offer.” Now he’s trying to profit.  

Bad faith: offering to sell to mark owner or third party.  

This makes it very hard for Ds to win/settle these cases. 

Other indicia of bad faith, acted partially in bad faith b/c of false contact in formation.  

What should D’s lawyer do? 

· not offer to sell, now evidence of bad faith.

· Settlement negotiations – can’t be admitted as evidence. 

a. Here’s the problem: the UDRP doesn’t follow federal rules of evidence.  

b. Will help in federal court, not UDRP proceeding.  

· Have other attorney agree that anything we say in relationship to settling dispute will not be used as evidence of bad faith in ANY proceeding.  The problem is a lot of these people aren’t represented by counsel. 

ACPA jurisdictional tricks: 

· in rem provisions 

a. against registratnt or owners over which you can’t get personal jurisdiction 

b. against registrants you can’t find 

· D is the domain name itself (as a res)

a. Cannot obtain damages

b. Courts have found this to be constitutional 

Doesn’t offend due process.  

Parallel to admiralty.  

UDRP: 

· Uniform Dispute Resolution Proceeding

· Not litigation, not in any court (and not arbitration under federal arbitration act) – also not binding legally.  

· Will rule that domain will be cancelled. 

· If don’t fight it, then it will be cancelled; if you do file suit in 10 days, then arbitration decision doesn’t have any effect. 

· International, no jurisdictional problems.  

· All through online submissions

· Cheaper, faster, out of control

· Contractually mandated, private dispute resolution. 

· Everyone who registers domain name agrees to this.  

“Reverse domain name hijacking claims” – have been some successful ones.  

Sex.com -- $65 million dollars.  State law tort claim.  

To prevail in this proceeding, very similar to ACPA, but adds an element.  

· instead of “registers, traffics in or uses,” it’s registration AND use. 

· Can make a difference. 

· Also, to prevail, must show the registrant have no legitimate rights or interests in respect of the domain name. 

· Proving a negative.  

False Advertising: 

43(a) of Lanham Act: liable in civil action by any person who believes that he or she is or is likely to be damaged by such an act. 

Johnson & Johnson v. Smithklein Beecham

2nd Circuit, 1992

· Objections to ad campaign implying Mylanta causes Alzheimers b/c of aluminum content.   
· There is actually aluminum in Mylanta, so this is a literally true, but misleading claim.  

In order to prove this, they are going to have to show what in order to recover? 

1. Plaintiff must show that a substantial number of consumers will believe this false impression communicated by the message.  

a. NOTE with the literally false, we don’t expect this because we know it is false from the beginning.  

b. This is proved by Extrinsic evidence

c. Survey Says…

SmithKline expert says the questions are leading, and they are all bogus, so it is invalid.
STUDIES IN OVERLAP: 

What is the potential overlapping:  Copyright and trademark.

Copyright overlapping:  Initial copyrighted show made by TIME. 

Eisenhower writes book.  Assigns Doubleday who then copyrights it in 1948; Time had the productions rights from Fox.  Fox gets the tv rights from Doubleday.

Why the assignment from Doubleday?  There is narration from the book.  Time goes off and produces this movie.  Part of the agreement is that TIME will assign the copyright. 

Copyrights run to the end of the year.  NOTE Doubleday has renewed their copyright, but Fox did not.  Fox gets another assignment from Doubleday so they can chase a new market.  The defendant just takes the old tape, cleans it up.  Adds some, changes some, but mostly just copies it all.  

CLAIMS:  §43(a)  a claim of reverse passing off.  The assertion is that the def is selling goods that actually come from the plaintiff but they actually come from the defendant.  REVERSE PASSING OFF.  A valid claim under 43(a) because it that stat. talks about false designation of origin.  What is the problem with this claim that takes it all the way to the supreme court?  

Reconciling 43a with copyright.    PROBLEMS? 
1.  the videos are actually made by the defendant.  They are not taking from someone else and claiming as their own.  They are taking creating work in the public domain …GET SLIDE


False designation of origin.  

NOTE:  the right of attribution;  it is not on the list in the copyright list of rights, but it is in the statute.  Where in the statute?  In the visual artists rights act.  Certain authors (those of visual art) have been granted a right of attribution.  Other works have not.  FIND OUT WHAT A RIGHT OF ATTRIBUTION IS. 

Congress can grant a right of attribution if it wants, but it has not in the copyright act to other kinds of authors.  This is not a copyright claim however this is a §43 a claim.

There are two kinds of goals.  The lanham act goals and the copyright goals.  

Where are the other potential interference?  If you don’t identify the previous creator of the publicly created work, you will get a 43a claim that you are falsifying the origin, if you don’t then you will get a 43a claim of false sponsorship.  

Conflicts with Copyright law:  

1. would create a species of mutant copyright law

2. rights of attribution are limited to works of visual arts

3. Practical problems and 

4. rock and a hard place issue

NOTE:  in the pas the court has encountered a claim of 43 a, also in the terms of a copyright.  The appliqués were copyrighted.  That case, along with traffix devises, makes it hard for us to recognize a 43 a claim because you copied the idea behind the product.  

What if instead we have a federal statute and a state statute?  These cases deal with preemption.  

There are two kinds of preemption.  

1. express preemption:  In the statute itself congress has said:  the states cannot adopt laws that conflict in some way ….

2. implied preemption:  The implication comes from the legislative history that is at issue, the fact that congress has fully legislated in this field to the extent that states has no room to act.  The act is completely pervasive.  

3. Conflict Preemption.  State Law conflicts with Federal Law.

What room is left for the states to act?  

Kewannee Oil Co. v. Bicron Corp pg 831

What is it that is potentially overlapping here?  

Federal patent law and State Trademark Law.  

Analysis:  

1. Does the constitution permit the states to act in this area?  

a. Are the states constitutionally permitted to enact trade secret laws.  

b. YES, as long as there is no conflict with federal laws.  

i. What kind of conflict?  We are speaking of conflicting laws at the policy and goal level of the laws.  This is the focus of the inquiry in the opinion.  

2. There is no expressed preemption provision in the patent statute.  There is in the copyright statute.  §301.  

a. What are we trying to do with federal patent statutes:  

i. Promoting the progress in Science and the useful arts.  

1. Encouraging innovation, by granting exclusions

2. Encourages disclosure:  in order to get the patent, it all has to come out.  

b. What are we trying to do with trade secret law?  

i. Does having trade secret law help make innovation?

ii. Does having trade secret law help encourage disclosure?    

1. For unpatentable stuff, it does not increase or decrease with or without Trade Secret protection

2. For patentable stuff, the court divides it up in to three categories.  What are these three categories?  

a. Clearly not patentable

i. It would encourage filings for clearly unpatentable stuff.  What then are the other options knowing I cannot get a patent.  

b. Questionable patentability

i. How easy is it going to be to reverse engineer.  How long is the product life.  How realisitic is it that I can keep this protected for longer than the patent protection can grant.  

c. Clearly patentable

i. Because there is a possibility of other innovators coming up with the same thing, we will seek the patent because it will give a stronger protection.  

Types of preemption

· express preemption 

· language of federal statute specifies preemptive effect

· implied preemption

· congress has fully legislated in the field

· conflict preemption

· state law conflicts with federal law

· conflicting on the level of goals – type of implied preemption

Looking at trilogy of cases. 

Sears/Compco: statute preempted (state unfair competition laws to protect design of product preempted by federal patent law).  

· supplementing the scope of patent law may upset the balance of innovation & monopoly.  

Kewanee Oil: not preempted (TS law not preempted by Patent law)

Goals of patent statute: ultimate aim of patent statute is to promote progress in science & useful arts.  Achieves this purpose through balance set up in the patent statute – encouraging innovation & disclosure.  If TS would get in the way it, court walks through how TS law effects those goals serving the ultimate aim.  

· conflict analysis. 

Bonito Boats: state statutory protection for boat hull designs (plug modeling prohibited) Florida statute preempted. 

How to reconcile these cases? 

Bonito Boats: 

Salient features of the statute at issue: 

· to determine if preempted by patent statute, what features did court point to? 

· No time limit on the protection – not like patent/copyright – it just protected without a term. 

· No public disclosure required to get the protection.  

· Disclosure is important (Kewanee oil). 

· Care about incentive to disclose.  

· It was unlawful for someone to mold the hull. 

· Could have been selling boat for a long time before got protection – retroactive effect.   

· No limitation on the place of infringement – didn’t have to sell the boat in Florida.  Federalism concerns about one state passing this kind of statute.  

Given these features, what does the court tell us about whether this statute & why it should be preempted? 

· Statute designed to prevent exploitation/ public use of otherwise unprotected design & utilitarian ideas embodied din unpatented boat hulls. 

· Conflicts with patent protection.  

· Enters field of regulation which the patent laws have reserved to Congress.  

How to reconcile these three cases? 

· Eroding the attractiveness of the federal patent bargain. (Bargain: disclosure in exchange for protection.)  Without the novelty, etc., the default rule is free competition – including copying of product.  

· Unfair competition for product designs

· Sui generis protection for boat hulls

· Attractiveness of federal bargain: 

· Need to have default rule of free competition.  

· Otherwise, why would inventors bother to go through the hoops of getting federal protection? 

· So why isn’t TS protection preempted (Kewanee?) Allowing states to protect things that should be patented – but through TS protection.  

· What makes it different? 

· Restatement: Default is can keep secret as long as you can keep it secret. 

· TS subject to reverse engineering, independent creation. 

· Both of these elements help us to know that the default background assumption is still free competition.  

Goal Analysis:

Does the state law interfere with the balance Congress has struck between what’s protected & what’s not protected in the balance of patent law.  Does the state law upset the balance Congress engaged in?  

Bonito: If that’s the case, then this protection for boat hulls is upsetting the balance: congress’s job to strike the balance.  DMCA: protection for boat hulls since July of 1999 have 156 boat hulls registered.  D with circle: recognized symbol for boat hull designs. 

Analysis for Copyright preemption issue: 

Express preemption: 

Pro CD, Inc. v. Zeidenberg

7th C, 1996

Product; white pages of phone books. 

Feist: not copyrightable, lack requisite originality.  

More than average phone book: many combined together, but still phone books.  

So court in this opinion assumes that the product is not copyrightable as to the underlying data: lacks originality.  

Is K enforceable?  Shrinkwrap contract: enforceable as matter of law.  

Clicked past license every time.  

Notice on the outside, terms on inside and an explicit right to return if terms are unacceptable.  

Right to return: This is an important aspect of click/shrink wrapped license when buy hard copy.  B/c you don’t see the terms before you pay; but when download sometimes see terms first.  

The way you use the product defines it for you.  

Pragmatic aspect: why we should enforce these Ks? 

· Freedom of K/ will: no one forced him to agree to it. 

· Two levels of cost: price discrimination is good thing b/c if company sold only at one price, it would be higher.  Helps out consumers. 

· Have to control arbitrage.  

· Eg, Zeidenberg using consumer license as professional user. 

But is the breach of K claim (that Z has violated the license) preempted by copyright law? 

· copyright has express preemption §301

· Sections a & b matter to us. 

· Know that fixation is important: rights granted to things that are fixed.  

· So unfixed things are not within the scope of 301 preemption.  States are free to protect.  Live jazz performances; live comedy routines.  (CA protects!)

· Then fixed AND within the subject matter of copyright. 

· On the CD-ROM, have the search engine & data. 

· Application program: copyrightable.  

· Data: not copyrightable.   (Even if it doesn’t meet the requirements for protection – originality – it’s still within the subject matter of copyright!  Still counts).  

· As specified by 102 & 103: include (and have big long list).  Things that are either not on the list or don’t qualify as works of authorship.  Derivative works & compilations – if was one of these then would be within SM.  

· What are those? 

· Don’t have any cases where court has made that determination, but some where talk about it.  Maybe dress designs, (useful, not protected). 

· AND RIGHTS that are granted are equivalent to copyright rights.  (as specified by 106): THAT is what will be preempted. 

If state law protects something fixed, within SM of copyright, and grants rights equivalent to copyright ( preempted.  

Is the breach of contract claim preempted by 301? 

· No.  The rights in the K are not granted that are equivalent to copyright rights. 

· Protecting Data (though still w/in subject matter of copyright) ( but not equivalent. 

· Copyright: rights against the world

· Contract: rights only against those in privity 

· The guy on the street who wants to use the contract ends up bound by it b/c of the clickwrap. 
· Different than Copyright rights: only effects those who agree to the K.  
· Extra element test: does the state law require the proof of an extra element in order to prevail under the state law.  
· Extra: beyond what the person would have to prove to show copyright infringement. 
· If there’s an extra element: then the state law isn’t granting equivalent rights to copyright.  (not exactly how Easterbrook did analysis) but if apply to breach of K claim? 
Extra element in ProCD case? 

· the existence of the contract. 

If that’s enough to satisfy the test, would end up with rule being breach of K claim are never preempted by copyright statute.  Easterbrook not willing to go that far.  

So how do we go with extra element but it’s not a categorical rule.  


Court: the extra element has to be “qualitatively different” than copyright law.  
Is 301 only about preventing states from substituting their own regulatory system for those of the national government? 

What kinds of breach of K claims would be preempted? 

· If license agreement has stipulation for too long a period of time. 

· Overreaching clickwrap terms.  Eg, not criticize moving.  Unenforceable as matter of public policy. 
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